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The invention relates to a device such as a
conput er, video recorder, cd-player, etc., wherein optional
nmessages are contained for providing an el aboration on an
aspect of the operating device. The optional nessages (such
as hel p nessages) may be converted to speech form and the
speech may be reproduced at a normal speed or an increased
speed.

Representati ve i ndependent claim 10 is reproduced as
fol |l ows:

10. In a device conpri sing:

(a) functionality neans for executing a main
function of the device,

(b) help nmeans ancillary to the functionality neans
for assisting the user in operating the functionality neans,
sai d hel p neans i ncl udi ng:

(i) a plurality of non-speech-form hel p nessages
i ncl udi ng nessages relevant to the operation of the
functionality neans,

(i) nmessage sel ecti on neans,

(1i1) message reproduci ng nmeans for converting any of
sai d nessages into speech form

(c) user interface nmeans connected to the
functionality neans and the hel p nmeans and responsive to a
user conmand for obtaining help in speech formin connection
wi th operation of an aspect of said functionality nmeans for
selecting fromsaid plurality of nmessages a hel p nessage
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rel evant to said aspect;

t he i nmprovenent conpri sing:

(d) neans under user control for selectively causing
t he message reproduci ng neans to render said selected help
nmessage at at least a first normal velocity or at a second
faster velocity, said second velocity being faster than said
first velocity to enable said user to quickly reach the part
of said selected help nmessage that may be of particular help
in operating the functionality neans.

The references relied on by the Exam ner are as
fol | ows:

Yabuuchi EP 0 402 911 Dec. 19, 1990
Appel lant’s Admtted Prior Art (APA)

Clainms 10 through 15 stand rejected under 35 U S. C
8§ 103(a) as being unpatentable over the APA in view of
Yabuuchi *.

Clains 16 and 17 stand rejected under 35 U S. C

§ 103(a) as being unpatentabl e over Yabuuchi?.

' This is indicated as a new ground of rejection in the
Exam ner’ s Answer, paper no. 28. However, it is the sane as
that made in the Final Rejection, paper no. 21, with the
om ssion of clains 16 and 17.

2 This is indicated as a new ground of rejection in the
Exam ner’s Answer, paper no. 28. It differs fromthat made in
the Final Rejection, paper no. 21, in that the APAis no
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Rat her than repeat the argunents of Appellant or the
Exam ner, we nake reference to the brief (paper no. 27), reply
brief (paper no. 29), supplenental reply brief (paper no. 36),
answer (paper no. 28) and the suppl enental answer (paper no.

35) for the details thereof.

OPI NI ON

After a careful review of the evidence before us, we
agree with the Exam ner that clainms 10 and 14 through 17 are
properly rejected under 35 U.S.C. § 103. Thus, we wll
sustain
the rejection of these clains but we will reverse the
rejection of the remaining clains on appeal, clains 11 through

13, for the reasons set forth infra.

At the outset, we note that Appellant has indicated
on page 7 of the brief that the clains stand or fall together
in three groups. Goup |I includes clains 10, 14 and 15.
Goup Il includes clains 11 through 13. Goup Ill includes

clainms 16 and 17.

| onger relied upon.
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Considering the Goup I clains, with claim 10 bei ng
representative thereof, the Exam ner reasons that everything
in this Jepson claimbefore “the inprovenent conprising:” is
considered admtted prior art (APA). The APA teaches
everyt hing except selecting different velocities for voice
message pl ayback. Yabuuchi teaches altering the speed
(velocity) of voice playback. The Exam ner indicates that it
woul d have been obvious to one of ordinary skill in the art at
the time of invention to use Yabuuchi’s sel ective playback
nodes (i.e., speeds) with the APA because of the universally
recogni zed desirability of nulti-speed playback in the
audi o/ speech processing arts. (Supplenental answer-page 3.)

Appel  ant argues that the Exam ner’s reliance on
Yabuuchi for altering voice playback speed is without nerit.
Appel I ant contends that Yabuuchi’s teaching is nerely a
summary of the various playback nodes, and that it is
inperm ssible for the Exam ner to select an isol ated teaching
froma reference without consideration of what the reference
as a whol e teaches to one of ordinary skill in the art.
(Reply brief-pages 7 and 8.)

The cited portion of Yabuuchi states:
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Referring to Fig. 12, original voice playback is a
node in which the recorded voice is played back at
t he sane speed and pitch as those in the recording
operation, rapid tal king playback is a node in which
only the speed of the voice is nmade higher than in
t he recordi ng operation without changing the pitch
t hereof, ... (enphasis added)(page 10, lines 10-13).

We see no problemwi th the Exam ner relying on this
passage for multi speed voice playback in Yabuuchi. Yabuuch
teaches nulti-speed voice annotations. The cited passage does
not wai ver from what Yabuuchi teaches as a whol e.

Appel I ant argues “Yabuuchi fails to teach anything
regardi ng sel ected hel p nmessages, much | ess anything regarding
pl ayback of a selected hel p nmessage at first and second
velocities. ... Mireover, Appellant further submts that the
pl ayback of "help information' is conpletely different from
t he pl ayback taught by Yabuuchi.” (Reply brief-pages 8 and
9.)

W fail to see the nmerit in this argunent since the
APA clearly sets forth the hel p nessage in speech form (see
claim10, section (b)). The Exam ner nerely relies on

Yabuuchi for making the speech multi-speed.

Appel lant cites In re Donal dson, 16 F.3d 1189, 1193,
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29 USP(Rd 1845, 1848 (Fed. Cr. 1994), requiring proper credit
for the “nmeans-plus-function” claimlanguage. Appell ant

conpl ains that the Exam ner has not identified an equival ent
structure in at |east one of the applied references which
perfornms an identical function. Al so, Appellant contends “In
particul ar, the Exam ner’s Answer has never identified the
structural changes necessary to convert the alleged prior art
apparatus in accordance with the teachings [0o]f the Yabuuch
reference so as to arrive at the invention of claim10.”
(Reply brief-page 11.)

W note that Appellant has not identified any
correspondi ng structure in his own specification. W are also
hard pressed to find any structure in the | abel ed boxes of
Appel lant’s Figure 1 or the flow chart of Figure 2. Wthout
further guidance, the clained “nmeans-plus-function” structure
appears to be nore function than structure. And, in that
vai n, Yabuuchi clearly recites the function of nulti-speed
voi ce annotation (indicated by the Exam ner in Figure 12).

Appel | ant contends that the Exam ner has used
i mper m ssi bl e hindsi ght reconstruction and has proffered no
references evidencing the “universally recogni zed” advant ages.
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(Reply brief-page 11.)

We assune the “universally recogni zed” advant ages,
m ssi ng evidence thereof, are multi-speed speech. W assune
this because APA teaches the advantage of help information in
speech form Thus, it seens clear to us that the evidence of
the desirability of nmulti- speed speech is in Yabuuchi itself,
e.g., fast forward of a tape recorder (page 2, lines 13, 14).

We are unconvi nced by Appellant’s repeated argunents
t hat Yabuuchi is devoid of help nessages which in turn are
ancillary to the main function of the device. Everything in
claim10 prior to “the inprovenent conprising:”, a Jepson
claim is admtted prior art (APA). Ethicon Endo-Surgery Inc.

v. U S Surgical Corp., 93 F.3d 1572, 1577, 40 USPQRd 1019,

1022-23 (Fed. Cir. 1996). The APA clearly teaches the help
nmessages (in speech form which in turn are ancillary to the
mai n function of the device. Appellant has not disputed the
APA being the first part of a Jepson claim The Exam ner
relies on Yabuuchi for making the speech multi-speed, for the
advant ages i ncunbent therein. Furthernore, Appellant’s own

specification recites an exanple of the invention as
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“multinmedia file reproduction” (page 1, line 8) much |ike
Yabuuchi’s “system whi ch processes multi-nedia docunents”
(page 2, lines 3,4). Appellant’s specification recites “The
message reproduction nmeans provide for exanple for the
reproduction of annotations to a docunent being displayed,...”
(page 1, lines 10-12), nmuch like Yabuuchi’s “voi ce processing
of annotating voice nessages to a docunent” (see abstract).
Thus, for the reasons noted supra, we will sustain the

Exam ner’s rejection of claim 10, and |ikew se clains 14 and
15 which stand or fall in the sanme group.

Looking at the Goup Il clainms, with claim 11l being
the representative claim Appellant argues that the control
for switching between first and second speech velocities
operates during reproduction of a selected hel p nessage.
Appel I ant contends the Exam ner has conpletely ignored this
l[imtation. Appellant notes that Yabuuchi selects playback
speed froma nenu (Figure 12) and closes this nenu at the sane
time playback is initiated, thus Yabuuchi is devoid of speed

swi tching during playback. (Reply brief-pages 12 and 13).
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We have thoroughly reviewed the answer and
suppl emrental answer, and agree with Appellant. The Exam ner
has conpletely ignored the during Iimtation, which is not
taught by Yabuuchi or APA. Thus, we will not sustain the
Exami ner’s rejection of claim1l, and |likew se clains 12 and
13 whi ch depend therefrom

Finally, we will consider the rejection of the G oup
1l clains, claim16 being considered the representative
claim W note that APAis not used in this rejection, and
t hat Yabuuchi is the sole reference applied. Thus,
Appel I ant’ s argunent that hel p nmessages, per se, are not
recited in Yabuuchi is nore relevant here. However, as
broadly recited in claim16, we find that “help information”
is nmet by Yabuuchi in its annotations. Annotations by their
nature provide a further explanation or comment on the text to
which they are attached. In providing an annotation, we find
that such a further explanation or coment helps in
understanding the text to which it is attached or is ancillary
t her et o.

Appel I ant repeats the nmeans-plus-function argunment
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presented with respect to claim10 (reply brief-page 16). As
we stated supra, we find at |east as nuch nmeans and function
in the applied references as identified by Applicant in his
own specification. Thus, we will sustain the Exam ner’s
rejection of claim16, and |i kew se claim17® which stands or
falls in the same group

It is the burden of the Exami ner to establish why
one having ordinary skill in the art would have been led to
the clained invention by the reasonabl e teachi ngs or
suggestions found in the prior art, or by a reasonabl e
inference to the artisan contained in such teachings or
suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. Gr. 1983).
In addition, the Federal Circuit reasons in Para-Ordnance Mg.
v. SGS Inporters (Fed. Gr. 1995), 73 F.3d 1085, 1087-88, 37

USPQ2d 1237, 1239-40, that for the determ nation of
obvi ousness, the court nust answer whether one of ordinary

skill in the art who sets out to solve the problem and who

3 W note that in passing claim 17 | acks antecedent basis
for “the nmeans for fast forwarding”.
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had before himin his workshop the prior art, would have been
reasonably expected to use the solution that is clainmed by the
Appel | ant.

We find that those skilled in the art having the
t eachi ngs of Yabuuchi before them woul d have seen the
desirability of nmulti-speed in the voiced hel p nessages of APA
(re claim10), and that the broadly recited help information
of claim 16 is even anticipated by Yabuuchi. Lack of novelty
is the ultinmate of obviousness. See In re Fracal ossi, 681
F.2d 792, 794, 215 USPQ 569, 571 ( CCPA 1982).

In view of the foregoing, the decision of the
Exam ner rejecting clains 10 and 14 through 17 under 35 U.S.C.
§ 103 is affirmed; however, the decision of the Exam ner
rejecting clains 11 through 13 under 35 U.S.C. 8 103 is
reversed

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART
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JAVES D. THOVAS
Adm ni strative Patent Judge

N N N N N

ERROL A. KRASS ) BOARD COF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
STUART N. HECKER )
Adm ni strative Patent Judge )
SNH/ ki
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U S. Philips Corporation
580 White Pl ains Road
Tarrytown, NY 10591
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